TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore STAAB, McQUADE and BAHR, Adm nistrative Patent Judges.

STAAB, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’s final
rejection of clainms 7-12, all the clains remaining in the

appl i cation.

! Application for patent filed February 20, 1997.
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Appel lant’s invention pertains to a protective cover for
encl osing an inflatable swi nm ng pool for inproved strength,
puncture resistance, and durability. daim7 is illustrative
and reads as foll ows:

7. A protective cover for an inflatable sw mm ng pool
including a plurality of stacked inflatable rings including at
| east an upper inflatable ring and a | ower inflatable ring and
a floor extending across the bottom of the |ower inflatable
ring; wherein, the protective cover conprises:

a flexible enclosure including a top wall, a side wall
and a bottomwall wherein said top wall and said bottom wall
extend interiorly fromsaid side wall and overlap at |east a
portion of the upper and lower inflatable rings respectively.

The follow ng references are relied upon by the exam ner

in support of the rejections:

Lund 2,876, 467 Mar. 10,
1959
Hoensti ne et al (Hoenstine) 4,451, 239 May 29,
1984
Rei nhardt, Jr. et al (Reinhardt) 5,662,506 Sep. 2, 1997
(filed Jun. 10,
1996)
Hof mann? 928, 274 May 26, 1955

2Qur understanding of this German | anguage reference is
derived froma translation prepared in the Patent and
Trademark OFfice. A copy of the translation is attached to
t hi s opi nion.
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( Ger man)
The following rejections are before us for review
a) claim?7, rejected under 35 U S.C. § 102(b), as being

antici pated by Hoensti ne;

b) clains 7 and 11, rejected under 35 U S.C. §8 103, as
bei ng unpatentabl e over Lund in view of Reinhardt;

c) clains 8 and 12, rejected under 35 U S.C. §8 103, as
bei ng unpatentabl e over Lund in view of Reinhardt, and further
in view of Hofmann; and

d) clains 9 and 10, rejected under 35 U.S.C. § 103, as
bei ng unpat entabl e over Lund in view of Reinhardt and Hof mann,
and further in view of Hoenstine.

The rejections are explained in the exam ner’s answer
(Paper No. 9, mailed July 23, 1998).

The opposing viewpoints of appellant are set forth in the
brief (Paper No. 8, filed June 9, 1998).

As a prelimnary matter, we note that appellant requests
(brief, page 11) “a ruling fromthe Board of Appeals as to the

rights of the applicant and/or the applicant’s representative
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to have a face-to-face personal interview with the Exam ner.
.7 The matter conplained of is clearly a matter wthin the

exam ner’s discretion. In that we exercise no general

supervi sory power over the exam ning corps,® we decline to
consi der the issue of whether the exam ner abused his
discretion in this matter. The relief sought by appell ant
woul d appear to have properly been presented by petition to
t he Commi ssi oner under 37 CFR 8§ 1.181.

The anticipation rejection of claim?7
based on Hoensti ne
For reasons stated infra in our new ground of rejection,

we are of the opinion that claim7 and the clains that depend
therefrom do not conply with the second paragraph of 35 U S. C

8§ 112. In general, when clains are indefinite, such that
t here nust be consi derabl e speculation as to the nmeani ng of

the ternms in the clains, and assunptions as to their scope,

® Conpare In re Mndick, 371 F.2d 892, 894, 152 USPQ 566
568 (CCPA 1967) and In re Deters, 515 F.2d 1152, 1156, 185
USPQ 644, 648 (CCPA 1975).
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t hey should be rejected under 35 U . S.C. 8§ 112, second

par agr aph, and not over the prior art. In re Steele, 305 F. 2d
859, 862, 134 USPQ 292, 295 (CCPA 1962). However, in the
present case, in order to avoid pieceneal appellate review, we
will interpret claim7 as being directed to a protective cover
per se, and proceed to consider the prior art rejections of
claims 7-10 on that basis.* Cf. Ex parte lonescu, 222 USPQ
537, 540 (Bd. App. 1984).

Anticipation under 35 U S.C. 8 102(b) is established only
when a single prior art reference discloses, either expressly
or under principles of inherency, each and every elenent of a
clainmed invention. See RCA Corp. v. Applied Digital Data
Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.
Cir. 1984), cert. dismssed sub nom, Hazeltine Corp. v. RCA
Corp., 468 U. S. 1228 (1984). However, the |law of anticipation
does not require that the reference teach specifically what an
appel  ant has disclosed and is claimng but only that the

claims on appeal “read on” sonething disclosed in the

* W appreciate that appellant urges a different
interpretation of claim?7.
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reference, i.e., all limtations of the claimare found in the
reference. See Kalman v. Kinberly-Cark Corp., 713 F.2d 760,
772, 218 USPQ 781, 789 (Fed. G r. 1983), cert. denied, 465

U S 1026 (1984), (and overruled in part on another issue) 775

F.2d 1107, 227 USPQ 577 (Fed. Gir. 1985).

Hoensti ne di scl oses a hydropl ane apparatus conprising a
pneumatic vehicle innertube 11 with a flexible fabric cover 12
partly covering the innertube and form ng a snooth bottom
therefor. Central to the examner’'s 8 102 rejection of claim
7 is the examner’'s determnation that claim7 is directed to
a protective cover per se. The exam ner contends that
Hoenstine’'s cover 12 responds to the structural requirenents
of claim7 in that Hoenstine s cover 12 includes a top wall
(adj acent reinforced edge 21) overlying the top of the
i nnertube, a side wall 13 overlying the outer periphery of the
i nnertube, and a bottomwall (adjacent the outer edge portion
of the cover’s bottom 14) overlying the bottom of the

i nnertube. The exam ner further contends that Hoenstine's
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cover is capable of being used in the manner called for in
claim7. Thus, the exam ner concludes that claim7 “reads on”
Hoenstine’s cover 12.

The exam ner’s finding of facts and concl usi ons based
thereon are well taken. The majority of appellant’s argunents
to the contrary are prem sed upon the viewthat claim?7 is
directed to the conmbination of a protective cover and a
swi mm ng pool. However, in that we have interpreted claim?7

as being directed to

a cover per se, these argunments are not persuasive.
Appel l ant’ s addi ti onal argunent that Hoenstine is directed to
nonanal ogous art is noted. The argunent fails at the outset
because the rejection is a 8 102 anticipation rejection. In
re Self, 671 F.2d 1344, 1350-51, 213 USPQ 1, 7 (CCPA 1982).
In light of the foregoing, we will sustain the § 102

rejection of claim7 as being anticipated by Hoensti ne.

The obvi ousness rejection of clainms 7 and 11

based on Lund and Rei nhar dt
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Lund conprises a collapsible raft conprising a pneumatic
inflatable tube 11 with a flexible cover 13 of strong pliable
sheet material partly covering the tube and form ng a snooth
bottomtherefor. Wth reference to Figure 3, cover 13
includes a top wall (adjacent oarlock reinforcing plate 21)
overlying the top of the innertube, a side wall 13b overlying
the outer periphery of the innertube, and a bottom wal l
(adj acent reference nuneral 13) overlying the bottom of the
i nnertube. Further, the cover 13 of Lund reasonably appears
to be fully capable of functioning in the manner called for in
claim7 when used with an appropriately sized inflatable

SW nm ng pool .

Viewed in this light, and bearing in mnd that we have
interpreted claim?7 as being directed to a protective cover
per se, Lund provides response for all of the Iimtations of
claim7, making the teachings of Reinhardt mere surplusage in
this rejection. Wile a rejection over a single reference

such as Lund would ordinarily be based on 35 U.S.C. § 102
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rather than 35 U.S.C. 8§ 103, the practice of nom nally basing
rejections on 8§ 103 when, in fact, the actual ground of
rejection is that the clains are anticipated by the prior art
has been sanctioned by a predecessor of our present review
court in In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,
571 (CCPA 1982) and In re Pearson, 494 F.2d 1399, 1402, 181
USPQ 641, 644 (CCPA 1974). For these reasons, appellant’s
argunments of nonobvi ousness are sinply not germane to the
novel ty issue discussed above. The standing 8 103 rejection
of claim7 is therefore sustained.

Turning to claim11l, this claimdiffers fromclaim?7 in
that it is clearly directed to the conbination of a protective
cover and a swming pool. In rejecting this claim the
exam ner acknow edges that Lund' s inflatable article (i.e.,
tube 11) does not include plural rings and a floor. The

exam ner directs

attention to Reinhardt “which discloses an anal ogous

inflatable article which includes plural rings 12, 14 and a
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floor 18" (answer, page 5). Based on these teachings, the
exam ner concludes that “it would have been obvious . . . to
associ at el plural rings and a floor with the Lund infl atable
article as being a conventional type of inflatable article”
(answer, page 5).

Even if we were to agree with the exam ner that, as a
general proposition, it would have been obvious to replace the
inflatable tube of Lund with a raft |like that of Reinhardt to
provi de therein an inflatable nenber that conprises upper and
| ower inflatable rings and a floor, we do not consider that
the subject matter of claim 1l would ensue. Claim1l sets
forth that the floor of the swimm ng pool “extend[s] across
the bottomof the lower inflatable ring.” In contrast, when

it comes to a raft

*In light of the examiner’'s statenent on page 8 of the
answer to the effect that he believes it would have been
obvious to one of ordinary skill in the art to substitute one
conventional raft for another in view of the teachings of the
applied prior art, we consider the examner’s “associ ation” of
plural rings and a floor with Lund’s inflatable article
(answer, page 5) to involve replacing the inflatable tube 11
of Lund with an inflatable raft |ike that of Reinhardt.

10
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conprising both an upper inflatable ring and a | ower
inflatabl e ring, Reinhardt unequivocally teaches that the
floor 36 should extend between the rings at their interface
(see Figures 1, 2, 8A, 8B and 8C). Accordingly, a fair

consi deration of the conbined teachings of Lund and Rei nhardt
woul d not | ead one of ordinary skill in the art to provide a
“swimm ng pool” (i.e., inflatable raft) having a fl oor
“extendi ng across the bottomof the |lower inflatable ring” in
conbination with the cover of Lund. In this regard, we
appreci ate that when Lund and Rei nhardt are conbined in the
manner the exam ner appears to propose, central portion 13a of
Lund woul d, generally speaking, be |ocated adjacent the bottom
of the lower inflatable ring. However, Lund s central portion
13a woul d not undergo a netanorphosis fromthe floor of the
cover into the floor of substituted inflatable raft in the
proposed conbi nati on, especially when Reinhardt’s raft already
has a floor (i.e., elenment 36). To conclude otherw se would
be an unreasonable interpretation of the reference teachings
based on hindsight, in our view. For this reason, we wll not

sustain the standing 8 103 rejection of claim1l

11
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The obvi ousness rejection of clains 8 and 12
based on Lund, Reinhardt and Hof mann
The exam ner’s reliance on the wooden or |ight nmetal rai

el emrents (translation, page 2) of Hofmann for a teaching of
providing reinforcing straps affixed to and extendi ng between
opposite sides of the bottomwall of cover of the nodified
Lund device is strained. As aptly noted by appellant on page
9 of the brief, the purpose of the rails in Hofmann is to tie
together a pair of innertubes in side-by-side relationshinp,
whi ch purpose is sinply not germane to Lund and/or Rei nhardt.
Absent appellant’s own teachings, we can think of no cogent
reason why one of ordinary skill in the art woul d have been
notivated to incorporate Hofmann’s rails in the Lund/ Rei nhardt
conbination. The 8 103 rejection of clains 8 and 12 therefore
wi Il not be sustained.

The obvi ousness rejection of clainms 9 and 10

based on Lund, Reinhardt, Hof mann and Hoensti ne

The additional teachings of Hoenstine applied in this

12
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rejection do not render obvious what we have found to be
| acking in the conbi ned teaching of Lund, Reinhardt and

Hof mann di scussed

in the previous paragraph. The 8§ 103 rejection of clainms 9
and 10 wi Il therefore not be sustained.

New ground of rejection pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR §8 1.196(b), we enter the foll ow ng new
ground of rejection.

Clains 7-10 are rejected under 35 U S.C. § 112, second
par agr aph, as being of indeterm nate scope for the reason
di scussed bel ow.

The preanble of claim7 states that the claimis directed
to a protective cover “for an inflatable swmmng pool.” A
fair reading of this |language is that the claimis directed to
a protective cover per se with the “for an inflatable sw mm ng
pool . . .” language of the preanble being a statenment of
envi ronnment or intended use. In contrast, the body of the

claimstates that the protective cover conprises a top wall

13
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and a bottomwall that “overlap at |east a portion of the
upper and |lower inflatable rings respectively.” Thus, the
body of the claimpositively incorporates the sw mr ng pool
into the clained subject matter by positively reciting the
structural relationship between the top and bottom wal |l s of
the cover and the upper and | ower rings of the sw nm ng pool.

| f one gives full effect to the | anguage of

the preanble, the claimnmust be considered to be directed to
the protective cover per se. On the other hand, if one gives
full effect to the | anguage appearing in the body of the
claim the claimnmust be considered to be directed to the
conbi nati on of the cover and swi nm ng pool. This
i nconsi stency nmakes the scope of clainms 7-10 uncl ear.
Summary

The rejection of claim7 as being anticipated by
Hoenstine is affirned.

The rejection of clains 7 and 11 as bei ng unpatentabl e
over Lund in view of Reinhardt is affirmed with respect to

claim7, but is reversed as to claim11.

14
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The rejection of clains 8 and 12 as bei ng unpatent abl e
over Lund in view of Reinhardt and Hof mann, and the rejection
of clains 9 and 10 as bei ng unpatentabl e over Lund in view of
Rei nhardt, Hof mann and Hoenstine are reversed.

In addition, a new rejection of clainms 7-10 under 35
U S C 8§ 112, second paragraph, pursuant to 37 CFR § 1.196(b)
has been nade.

The decision of the examner is affirned-in-part.

In addition to affirmng the examner’s rejection of one or
nore clains, this decision contains a new ground of rejection
pursuant to 37 CFR § 1.196(b)(amended effective Dec. 1, 1997
by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,122 (Cct. 21,
1997)). 37 CFR 8§ 1.196(b) provides, “A new ground of
rejection shall not be considered final for purposes of
judicial review”

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

15
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ori ginal decision
37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until conclusion
of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirmed rejection is

16
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over cone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinely request

for reconsi derati on thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

17
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